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sRANT PROVIDED
ONSTITUTION - ] {

e U.S. Constitution authorized the
ngress “To promote the progress of . . .
seful arts, by securing for limited Times to
. . inventors the exclusive rights to their . .
iscoveries.”

Art. I, § 8, clause 8
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SP O

ript on,
anner and process of making and using it,
| such full, clear, concise, and exact terms
5 to enable any person skilled in the art to
hich it pertains, or with which it is most
early connected, to make and use the
ame, and shall set forth the best mode
ontemplated by the inventor of carrying
yut his invention.” 35 U.S.C. § 112

baragraph 1.
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" for Hy invention is patentable.

jects and/or Summary: should parallel

e claims; announces that invention is an
ance or a solution, but should not state

at invention must achieve that solution.
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derstand the invention.

FI-H | FROMMER LAWRENCE & HAUG

ption: a
enables the skilled artisan to make and

e the claimed invention, and sets forth
best mode known to inventors.

amples: how invention was worked, or
an be worked; actual work performed.

| parts of the application other than the
aims, is called the “specification.”
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PARAMOUNT
IMPORTANCE
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spe d O d O
e claims particularly pointing out and
inctly claiming the subject matter which
e applicant regards as his invention.” 35
S.C. § 112 paragraph 2.

FI-H | FROMMER LAWRENCE & HAUG

The Patent Right

ght to Exclude Everyone
the United States

Offering for Sale
Importing
he patented invention
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ign-Around
ines Patentee’s Rights
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patent application can be relied upon
L0 support the CLAIMS.
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nposition of n
)cess/Method
gation to enforce the rights of the patentee, /
nprovements (Jepson claims)

in the scope of the claims
J.S.C. § 271(af¥: “whoever without authority \pparatus/Machine/Device
akes, uses, offers to sell or sells any patent
vention, within the United States or imports
to the United States any patented invention
ring the term of the patent therefor, infringes

e patent”
> Claim as the Shield:

>rosecution to block others from usurping the
ights of the patentee, within the scope of the
laims :
1 FL-H | FROMMER LAWRENCE & HAUG
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Parts of A Claim — ransitional Phrase

e claim and usually selected from one o

Introductory name for a claimed subject ollowing:

matter, such as “A composition...” or “A nucleic

acid sequence” or “A method of treating” a e “comprising” or “which comprises”:
broadest, open-ended,

disease.
— covers the specified components in the body of
the claim and also any additional components

e “consisting of” or “which consists of":
narrowest, closed-ended.
— A claim with this transition protects only the

specified components. If additional components
are included, the claim is not literally infringed
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consists essentially of”: intermediate
in scope.

— A claim with this transition excludes
additional, unspecified components that
would affect the basic and novel
characteristics of the subject matter
defined in the body of the claim. Open-
ended to some extent, closed-ended to
some extent
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e Distinctive features, if any: as a
general rule, one should describe
everything about the element that is
important for the claimed invention

e Cooperation, if any, with other
components
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Recites the various components required
or the invention to be operable and
patentable over the prior art.

— Process claim: the body is step (1), step
(2), step (3), etc.

Apparatus claim: the body is element (1),
element (2), etc.
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Examples of claims

Vhat is claimed is (or I/We claim):

1. A composition comprising a solid, a
liquid, and a gas.

Claim 1 is an independent claim, because it
does not rely on a preceding claim.
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herein the solid is a salt.

Breadth of disclosure — Background and Inventi

Claim 2 is a dependent claim, because it
refers back to and further limits an Believed area where art permits; claims that will b
independent claim. allowed

Goal: claims as filed are granted — independent

3. The composition of claim 2, claims as broad as prior art allows, and as narrow
wherein the salt is sodium chloride. D EEIEE

Dependent claims can depend from Actual experimentation/examples
other dependent claims. Preferred embodiments (dependent claims)

FI-H | FROMMER LAWRENCE & HAUG FLH | FROMMER LAWRENCE & HAuG

Examples of Claims Dependent Claims

e natur of the cae admits, in
at is claimed is (or I/We claim): pendent or multiple dependent form.

Smoe;t.hod of producing human protein *X’, comprising the ubject to the followinﬁ paragraph, a claim
i dependent form shall contain a reference
a) transforming or transfecting suitable host cells with a ) a .Cla'm preV'OU.S|Y se.t forth and th?”
recombinant DNA molecule comprising a nucleotide pecify al f!thhder Al\'ml't.at'o.n 3f thedSUDJ?.Ct
sequence which codes for human protein 'X’; atter claimed. A claim in dependent form
all be construed to incorporate by

b) culturing the host cells of step (a) under conditions I‘t:|eg}‘? r;é:ereafle!rtsl'.ls! :I')igqgésti,%?slgfz_the claim to

in which said cells express the recombinant DNA and
produce human protein ‘X’; and

¢) recovering said human protein ‘X"
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be expressed as a means or step for n apparatus, comprising: A, B, and C.
orming a specified function without the e infringing product contains:
A, B, and C

ital of structure, material, or acts in
Ipport thereof 35 U.S.C. 112 paragraph 6.
| e Infringement

eans plus function claims are construed to Aand B

over the corresponding structure, material, ¢ No infringement
r acts described in the specification and A, B, C,DandE
quivalents thereof. 35 U.S.C. § 112, o Infringement
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ordinary and customary meaning.”

ofits

asonable royalties
eble d f illful infri t
i mages TorAEEINTTHEEER The ordinary and customary meaning
at the term would have to a person of
dinary skill in the art in question at the
e of the invention, i.e. as of the effective
ing date of the patent application.
hillips v. AWH Corp., 415 F.3d 1303, 1313
ed. Cir., en banc 2005)
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d, alway
ication to determine whether the
entor has used any terms in a manner
onsistent with their ordinary meaning.
e specification acts as a dictionary when
xEresst defines terms used in the claims
when it defines terms by implication.
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Ou d d O
secution history of the patent, if in
dence. This history contains the complete
ord of all the proceedings before the
ent and Trademark Office, including any
press representations made by the
pplicant regarding the scope of the claims.
s such, the record before the Patent and
ademark Office is often of critical
gnificance in determining the meaning of
e claims. Included within an analysis of
e file history may be an examination of
he prior art cited therein.
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d control the meaning of a claim ter
e patentee distinguished that term from
or art on the basis of a particular
mbodiment, expressly disclaimed subject
atter, or described a particular
bodiment as important to the invention.”

e court looked first to the specification “to
scertain the meaning of a claim term as it
s used by the inventor in the context of the
2ntirety of his invention.™ Id. at 1213.
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12 O OV 7 d
i ary meaning of
m is the meaning that the term would
e to a person of ordinary skill in the art
question at the time of the invention, i.e.,
of the effective filing date of the patent

pplication.” Id.

a claim
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patnt, the

age of a term in one claim can often
minate the meaning of the same term in

er claims.
ifferences among claims can also be a
seful guide in understanding the meaning
particular claim terms. For example, the
resence of a dependent claim that adds a
articular limitation gives rise to a
yresumption that the limitation in question
s not present in the independent claim.” Id.

at 1314-15.
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r

p pro
ides evidence of how the PTO

P 0 P catio

S certaining the scope and meaning
the claims inasmuch as the words of the
aims must be based on the description.

le specification is, thus, the primary basis
r construing the claims.” Id. at 1315
juoting Standard Oil Co. v. Am. Cyanamid
0., 774 F.2d 448, 452 (Fed.Cir.1985) )
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entor understood the patent.” Id. at 1317.

et because the prosecution history represents
ongoing negotiation between the PTO and
e applicant, rather than the final product of
at negotiation, it often lacks the clarity of the
pecification and thus is less useful for claim

onstruction purposes.” Id.




avide

ay D

, but it is unlikely to result in a reliable
erpretation of patent claim scope unless

sidered in the context of the intrinsic
/idence”
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ent infringement requires that the accused
oduct contain each claim limitation or its
uivalent.

teral infringement exists where each claim
|§ati‘<:)n is met literally by the accused
oduct.
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en their ordinary meaning as viewed by a person

rdinary skill in the art at the time of filing
e Specification
Own Lexicographer
Gives Context to the Claims
Avoid Importing Limitations

e Prosecution History
Clearly Disclaims Scope

rinsic Evidence

Informs the Judge of Ordinary Meanings in the Art
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o
=1L

ment of the asserted claim(s). Townsena
ineering Co. v. Hitec Co.,

29 F.2d 1086,
0 (Fed. Cir. 1987)

is follows from the principle that “[e]ach
ment contained in a patent claim is deemed
naterial to defining the scope of the patented
avention.” Lemelson v. United States, 752 F.2d
1538, 1551 (Fed. Cir. 1985)
Thus, “[1]f even one limitation is missing or not
met as claimed, there is no literal infringement.”

as-Hamilton Group v. LaGard, Inc., 156 F.3d
206, 1211 (Fed. Cir. 1998)
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e of equiva s an a
gement available to a patentee. The doctrine
expand a patent claim beyond its literal scope of

erage to encompass an accused product that does
literally infringe.

e doctrine is based on the idea that an infringer

ould not be permitted to escape liability by merely

anging insubstantial details of an invention while
taining the essential identity of the invention.
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eme U

doctrine of equivalents must be applied
individual elements of a patent claim, not
the invention as a whole.
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aver Tank & Mfg. Co., Inc., v. Linde Air Prods.

0., 339 U.S. 605 (1950).

e Tripartite Identity Test:

“[A] patentee may invoke [the doctrine of
equivalents] to proceed against the producer
of a device 'if it performs substantially the
same function in substantially the same way
to obtain the same result.” Id. at 608.
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ay:
Light bulb - converts non-light energy
(electrical) to light energy
Candle - converts non-light energy
(chemical) to light energy

esult:
Both get hot
Both provide light
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s view g e \/ O a

not the individual elements.
ight bulb requires electrons, a wire, a
ament, and a covering.

candle requires a substrate, a wick, a
ame, and oxygen.

ectrons and the substrate are not
quivalent, and the wire and the wick are
ot equivalent.
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ential equivalent, but the patentee
arrowed the claim to obtain the patent, the

entee generally cannot assert the
rrendered equivalent in an infringement
it.

his means that a patentee cannot
ecapture what it gave up to succeed in
obtaining a patent from the Patent Office.
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secution history estoppel is a limitation on
e doctrine of equivalents. Under Festo, it
ay bar application of the doctrine of
quivalents when a claim is narrowed for any
2ason related to patentability.

osecution history estoppel was created by the
upreme Court in Shepard v. Carrigan, 116
.S. 593 (1886).

FLH | FROMMER LAWRENCE & HAuG

will read on a prior art reference.

the patentee could not have obtained a literal
aim from the PTO with this scope, then the
OE should not expand the scope to include

is interpretation.

patentee may not obtain a claim scope under

e DOE that covers embodiments disclosed in
he specification that are not claimed. Johnson
& Johnston Assocs. v. R.E. Serv. Co., 285 F.3d

046 (Fed. Cir. 2002)
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ebuttable presumption that prosecution
tory estoppel bars application of the
)ctrine of equivalents as to the amended
aim element. The patentee may rebut the
esumption that the amendment
rrenders the particular equivalent at
sue.

e Festo, 535 U.S. 722 (2002) (“Festo
I").
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mendment n reure to
stinguish from other disclosed
bodiments

Amendment absent
rebuttal/explanation against
rejection may foreclose resort to
equivalents

Even unamended claims may be
limited to literal scope if they contain
same “critical” limitations as
amended claims
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t the patent application to disclose
eseeable species within a broad genus.
irst claimed genus is rejected,
endment to a species may be made

ithout drawing a new matter rejection.

en if amendment draws new matter
2jection, file a continuation-in-part
pplication to disclose the new matter and
aim foreseeable matter.

Note: Priority date for new matter will be
CIP filing date.
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aseeability Test

quivalent is foreseeable even if
‘amendment is not made specifically to
~avoid prior art reference

To succeed patentee must show that
equivalent was unforeseeable at time of
amendment — not at time of filing
application
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“areful review and study of intrinsic
prosecution history is important to
successful rebuttal of presumption

Some Other Reason” Test

Subject to further refinement

Could involve a reasonableness inquiry,
including examination of extrinsic
evidence (applied here — but Fed. Cir.
has not recognized yet)
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luate scope and field of invention at
portant points during prosecution.

'y to draft patent description and claims to
yver what could be later judged as
reseeable matter.

oreseeability” will be analyzed as of time

f the amendment, not at the time the
pplication was filed.
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